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DETAILED ACTION 
Claim Objections 

1 . Claim 1 is objected to because of the following informalities: in line 2, "test (1)" should 
be -tester-- in order to have consistent to the specification and the claim. Appropriate correction 
is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1-7, 19-25, 37-39, 42, 45-50 and 55-57 are rejected under 35 U.S.C. 102(b) as 
being anticipated by admitted prior art of Fig. 3B. 

Regarding claim 1, the admitted prior art of Fig. 3B discloses a probe card assembly (100 
shown in Fig. 1 A) for electrically communicating test data between a semiconductor test 
apparatus (120 shown in Fig. 1 A) and a semiconductor device under test [not shown see page 2 
lines 7-8], the probe card assembly comprising a substrate (printed circuit board 102) con figured 
to electrically contact the semiconductor tester apparatus (120), a plurality of probes (108) 
configured to electrically contact the semiconductor device under test [not shown see page 2 
lines 7-8], the plurality of probes (108) located to a first side of the substrate (102) and a 
daughter card (mechanism 104) secured to a second side of the substrate (102) wherein the 
daughter card (104) being substantially coplanar to the substrate(102). 
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Regarding claim 2, the admitted prior art of Fig. 3B further comprising an electric circuit 
(processing circuitry 302) is disposed on the daughter card (104). 

Regarding claim 3, the admitted prior art of Fig. 3B discloses the electric circuit (302) 
includes active circuit elements (traces 150b and 150c). 

Regarding claim 4, the admitted prior art of Fig. 3B discloses the electric circuit (302) is 
configured to enhance test capabilities of the semiconductor test apparatus (120) [see page 4 
paragraph [0008] lines 7-8]. 

Regarding claim 5, the admitted prior art of Fig. 3B discloses the electric circuit (302) is 
configured to customize at least portion of the test data to test needs of said semiconductor 
device under test (not shown) [see page 4 paragraph [0008] lines 7-8]. 

Regarding claim 6, the admitted prior art of Fig. 3B discloses the test data comprises test 
signals generated by said semiconductor test apparatus (120) and the electric circuit (302) 
customizes at least portion of the test signals [see page 4 paragraph [0008] lines 4-13]. 

Regarding claim 7, the admitted prior art of Fig. 3B discloses the test data comprises 
response signals generated by said semiconductor device under test (not shown) and the electric 
circuit (302) customizes at least portion of the response signals [see page 4 paragraph [0008] 
lines 4-13]. 

Regarding claim 19, the admitted prior art of Fig. 3B discloses a method of making a 
probe card assembly (100 shown in Fig. 1 A), the method comprising providing a substrate 
(printed circuit board 102) including a plurality of tester contacts (130), securing a plurality of 
probes (108) to a first side of the substrate (102) and configured to electrically contact a 
semiconductor device under test [not shown see page 2 lines 7-8], and securing a daughter card 
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(mechanism 104) to a second side of the substrate (102) wherein the daughter card (104) being 
substantially coplanar to the substrate(102). 

Regarding claim 20, the admitted prior art of Fig. 3B further comprising providing an 
electric circuit (processing circuitry 302) and disposing the electric circuit (302) on the daughter 
card (104). 

Regarding claim 21 , the admitted prior art of Fig. 3B discloses the electric circuit (302) 
includes active circuit elements (traces 150b and 150c). 

Regarding claim 22, the admitted prior art of Fig. 3B discloses the electric circuit (302) is 
configured to enhance test capabilities of the semiconductor test apparatus (120) [see page 4 
paragraph [0008] lines 7-8]. 

Regarding claim 23, the admitted prior art of Fig. 3B discloses the electric circuit (302) is 
configured to customize test data to test needs of said semiconductor device under test (not 
shown) [see page 4 paragraph [0008] lines 7-8]. 

Regarding claim 24, the admitted prior art of Fig. 3B discloses the test data comprises 
test signals to be input into the semiconductor device under test (not shown) and the electric 
circuit (302) customizes at least portion of the test signals [see page 4 paragraph [0008] lines 4- 
13]. 

Regarding claim 25, the admitted prior art of Fig. 3B discloses the test data comprises 
response signals generated by said semiconductor device under test (not shown) and the electric 
circuit (302) customizes at least portion of the response signals [see page 4 paragraph [0008] 
lines 4-13]. 
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Regarding claims 37-39, the admitted prior art of Fig. 3B discloses the probe card 
assembly (100) made using the process of claims 19-20 and 22. 

[Note: "Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777F.2d 695, 698, 227 
USPQ 964, 966 (Fed. Cir. 1985)] 

Regarding claim 42, the admitted prior art of Fig. 3B discloses a probe card assembly 
(100 shown in Fig. 1 A) comprising a printed circuit means (102) for electrically communicating 
with a semiconductor tester apparatus (120), contact means (probes 108) configured to 
electrically communicating with semiconductor device under test [not shown see page 2 lines 7- 
8], the contact means (108) being secured to a first side of the printed circuit means (102) and 
daughter card means (mechanism 104) for physically supporting at least portion of an electric 
circuit (processing circuitry 302), the daughter card means (104) secured to a second side of the 
printed circuit means (102) wherein the daughter card (104) being substantially coplanar to the 
printed circuit means (102). 

Regarding claim 45, the admitted prior art of Fig. 3B discloses the electric circuit (302) 
includes processing means [processing circuitry] for processing test data for testing the 
semiconductor device under test (not shown). 
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Regarding claim 46, the admitted prior art of Fig. 3B discloses the processing means 
(302) enhances test capabilities of the semiconductor test apparatus (120) [see page 4 paragraph 
[0008] lines 7-8]. 

Regarding claim 47, the admitted prior art of Fig. 3B discloses the processing means 
(302) customizes the test data to meet test needs of said semiconductor device under test (not 
shown) [see page 4 paragraph [0008] lines 7-8]. 

Regarding claim 48, the admitted prior art of Fig. 3B discloses the test data comprises 
test signals to be input into the semiconductor device under test (not shown) and the processing 
means (302) customizes at least portion of the test signals [see page 4 paragraph [0008] lines 4- 
13]. 

Regarding claim 49, the admitted prior art of Fig. 3B discloses the test data comprises 
response signals generated by said semiconductor device under test (not shown) and the 
processing means (302) customizes at least portion of the response signals [see page 4 paragraph 
[0008] lines 4-13]. 

Regarding claim 50, the admitted prior art of Fig. 3B discloses a probe card assembly 
(100 shown in Fig. 1A) for electrically communicating test data between a semiconductor test 
apparatus (120 shown in Fig. 1 A) and a semiconductor device under test [not shown see page 2 
lines 7-8], the probe card assembly comprising a printed circuit board (102) con figured to 
electrically contact the semiconductor tester apparatus (120), a plurality of probes (108) 
configured to electrically contact the semiconductor device under test [not shown see page 2 
lines 7-8], the plurality of probes (108) located to a first side of the substrate (102), a daughter 
card (mechanism 104) secured to the printed circuit board (102) wherein the daughter card (104) 
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being substantially coplanar to the printed circuit board (102) and an electric circuit (processing 
circuitry 302) enhances test capabilities of the semiconductor test apparatus (120) [see page 4 
paragraph [0008] lines 7-8] and is disposed on the daughter card (104). 

Regarding claim 55, the admitted prior art of Fig. 3B discloses the electric circuit (302) 
enhances test capabilities of the semiconductor test apparatus (120) by processing at least portion 
of the test data. 

Regarding claim 56, the admitted prior art of Fig. 3B discloses the test data comprises 
test signals generated by the semiconductor tester apparatus (120) and the electric circuit (302) 
processes at least portion of the test signals [see page 4 paragraph [0008] lines 4-13]. 

Regarding claim 57, the admitted prior art of Fig. 3B discloses the test data comprises 
response signals generated by said semiconductor device under test (not shown) and the electric 
circuit (302) processes at least portion of the response signals [see page 4 paragraph [0008] lines 
4-13]. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
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the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
6. Claims 8-18, 26-36, 40-41, 43-44 and 51-54 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the admitted prior art of Fig. 3B. 

Regarding claims 8-9, 16, 18, 26-27, 34, 36, and 51-55 the admitted prior art of Fig. 3B 
discloses the claimed invention except for a plurality of daughter cards. It would have been an 
obvious matter of design choice to have a plurality of daughter cards to duplicate the function of 
processing signals passing between a semiconductor tester and a semiconductor device under 
test. Since the modification would have involved a mere duplication of a daughter card, it is 
generally recognized as being within the level of ordinary skill in the art. In re Harza, 21 A F.2d 
669, 124 USPQ 378 (CCPA 1960). 

Regarding claims 10, 17, 28, 35, the admitted prior art of Fig. 3B further comprising an 
electric circuit (processing circuitry 302) is disposed on the plurality of daughter cards (104). 

Regarding claims 1 1, 29, the admitted prior art of Fig. 3B discloses the electric circuit 
(302) includes active circuit elements (traces 150b and 150c). 

Regarding claims 12, 30, the admitted prior art of Fig. 3B discloses the electric circuit 
(302) is configured to enhance test capabilities of the semiconductor test apparatus (120) [see 
page 4 paragraph [0008] lines 7-8], 

Regarding claims 13, 31, the admitted prior art of Fig. 3B discloses the electric circuit 
(302) is configured to customize at least portion of the test data to test needs of said 
semiconductor device under test (not shown) [see page 4 paragraph [0008] lines 7-8]. 
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Regarding claims 14, 32, the admitted prior art of Fig. 3B discloses the test data 
comprises test signals generated by said semiconductor test apparatus (120) and the electric 
circuit (302) customizes at least portion of the test signals [see page 4 paragraph [0008] lines 4- 
13]. 

Regarding claims 15, 33, the admitted prior art of Fig. 3B discloses the test data 
comprises response signals generated by said semiconductor device under test (not shown) and 
the electric circuit (302) customizes at least portion of the response signals [see page 4 paragraph 
[0008] lines 4-13]. 

Regarding claims 40-41, the admitted prior art of Fig. 3B discloses the probe card 
assembly (100) made using the process of claims 26 and 30. 

[Note: "Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777F.2d 695, 698, 227 
USPQ 964, 966 (Fed. Cir. 1985)] 

Conclusion 

7. Applicants arguments filed Feb. 5, 2003 have been fully considered but they are not 
persuasive. 

In regarding Preliminary Amendment, the office has mistakenly entered a Preliminary 
Amendment in the application. The office has corrected this mistake and no further action by the 
applicants is needed. 
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1) In regarding the claim objection, the applicants state: "Claim 1 has been objected to on 
the grounds that "test" in "semiconductor test apparatus" should be "tester." Applicants do not understand 
why "test" is considered improper in the phrase "semiconductor test apparatus." 

In response to the above argument, the examiner feels that "test" should be change to 
"tester" in order to be consistent with the specification as well as some of the claims. For 
example, on page 9, in paragraph [0017], lines 2 and 17 states "semiconductor tester." Also 
claim 1, line 4, states "semiconductor tester apparatus." 

2) In regarding claim rejections under 35 U.S.C. 102, the applicants' state: "All of the 
claims have been rejected as unpatentable over the admitted prior art shown in Figure 3B. Applicants 
traverse this rejection. Independent claims 1, 19 and 50 specify that the daughter card is secured to the 
substrate "in space relationship."" 

In response to the above arguments, the examiner does not find support that that daughter 
card is in space relationship to the substrate. First, the examiner is taking the position that the 
substrate in the claim is referring to the printed circuit board (PCB) 402. With that in mind, the 
following are reasons why the examiner does not find support for the argument above. On page 
1 1 , in paragraph [0021] it States: "...Spacers 424 may optionally be used to ensure a minimum distance 
between daughter card 432 and mechanism 416 " Also, on page 1 1, in paragraph [0022], it States: 
"... spacers 438 may be used to ensure sufficient room between the cover 440 and the daughter card 432 ... " 
Furthermore, on page 13, in paragraph [0025], it states: "Although not critical to the invention, spacers 
424, 504, 518 may be used to separate the daughter cards 432, 510 520 one form another. " Base on the 

statements made by the examiner, the applicants do not describe that the daughter card is in 
space relationship to the substrate. Therefore, the admitted prior art still reads on the claim 
invention. 
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In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., moving an 
item such that it is spaced from the PCB) are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

3) The applicants' state: "Independent claims 42 and 50 and dependent claims 2 and 20 
require that at least portion of an electric be disposed on the daughter card... The processing circuitry 302 
shown in Figure 3B,however, is clearly not disposed on the mechanism 104, but is disposed on the 
printed circuit board 102." 

In response to the above arguments, the following statements are reasons why the 
examiner feels that the above arguments are not persuasive. On page 9, in paragraph [0017], it 
States: "// should be noted that portions of the processing circuitry (not shown) may be located other than on the 
daughter card (432). For example, portions of the processing circuitry may be located on the printed circuit board 
402 in the inner area 452... " Further, on page 14, in paragraph [0028], it states: "...Figures 4A-4E, 
portions of the processing circuitry (not shown) may be located off of the daughter card 632, such as on the printed 
circuit board... " Therefore, the examiner feels that the admitted prior art still reads on the claim 
invention as stated above. 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., moving any 
part of the processing circuitry to the mechanism) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 
1993). 
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8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jermele M. Hollington whose telephone number is (703) 305- 
1653. The examiner can normally be reached on M-F (9:00-4:30 EST) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kamand Cuneo can be reached on (703) 308-1233. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-7722 for regular 
communications and (703) 308-7382 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1782. 



Ukamand cuneo 
supervisory patent examiner 
technology center 2800 
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Examiner 
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